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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1 -6, drawn to a de-skew system with data channels over which 
data is transmitted, classified in class 713, subclass 500. 

II. Claims 7-1 3, 31 -41 , and 60-61 , drawn to the reception of data in de-skew 
systems and methods, classified in class 713, subclass 500. 

III. Claims 14-18 and 21-30, drawn to centering a sample in a de-skew 
method, classified in class 713, subclass 503. 

IV. Claims 1 9-20 and 48-50, drawn to aligning a sample of data in a de-skew 
method, classified in class 713, subclass 503. 

V. Claims 51-59, drawn to coupling upstream and downstream units in a de- 
skew system, classified in class 713, subclass 500. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as subcombinations disclosed as usable together 

in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention I has separate utility such 
as in systems that only transmit data, and do not receive it. See MPEP § 806.05(d), 

Inventions I and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention I has separate utility such 
as in systems in which no data are centered. See MPEP § 806.05(d). 
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Inventions I and IV are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other If they are 
shown to be separately usable. In the instant case, invention I has separate utility such 
as in systems in which data are not adjusted. See MPEP § 806.05(d). 

Inventions I and V are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention I has separate utility such 
as in systems that contain no upstream or downstream units. See MPEP § 806.05(d). 

Inventions II and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention II has separate utility such 
as systems in which no data are centered. See MPEP § 806.05(d). 

Inventions II and IV are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention II has separate utility such 
as in systems in which data are not adjusted. See MPEP § 806.05(d). 

Inventions II and V are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention II has separate utility such 
as in systems that contain no upstream or downstream units. See MPEP § 806.05(d). 

Inventions III and IV are related as subcombinations disclosed as usable together 
Jn a sin gle combination. The subcombinations are distinct from each other if they are 
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shown to be separately usable. In the instant case, invention III has separate utility 
such as in systems in which data are not adjusted. See MPEP § 806.05(d). 

Inventions III and V are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention III has separate utility 
such as in systems that contain no upstream or downstream units. See MPEP § 
806.05(d). 

Inventions IV and V are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention IV has separate utility 
such as in systems that contain no upstream or downstream units. See MPEP § 
806.05(d). 

Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Groups II, III, IV and V, the search for 
Group II is not required for Groups I, III, IV, and V, the search for Group III is not 
required for Groups I, II, IV, and V, the search for Group IV is not required for Groups I, 
II, III, and V, and the search for Group V is not required for Groups I, II, III, and IV, 
restriction for examination purposes as indicated is proper. 

3. Claim 42 links inventions I and 11. The restriction requirement between the linked 
inventions is subject to the nonallowance of the linking claim, claim 42. Upon the 
allowance of the linking claim, the restriction requirement as to the linked inventions 
shall be withdrawn and any claim depending from or otherwise including all the 
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limitations of the allowable linking claim will be entitled to examination in the instant 
application. Applicants are advised that if any such claim depending from or including 
all the limitations of the allowable linking claim is presented in a continuation or 
divisional application, the claims of the continuation or divisional application may be 
subject to provisional statutory and/or nonstatutory double patenting rejections over the 
claims of the instant application. Where a restriction requirement is withdrawn, the 
provisions of 35 U.S.C. 121 are no longer applicable. In re Ziegler, 44 F.2d 121 1, 1215, 
1 70 USPQ 1 29, 1 31 -32 (CCPA 1 971 ). See also MPEP § 804,01 . 

4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

5. During a telephone conversation with Daniel Cavanagh on February 10, 2005, a 
provisional election was made without traverse to prosecute the invention of Group IV, 
claims 19-20 and 48-50. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 1-18, 21-47, and 51-61 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 
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DETAILED ACTION 
Double Patenting 

6. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claims 19 and 20 provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claim 19 and 20 of copending Application No. 10/036,563. 
This is a provisional double patenting rejection since the conflicting claims have not in 
fact been patented. 

Claims 48 and 49 provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claim 37 of copending Application No. 10/036,563 and claim 
12 of copending Application No. 10/036,548. This is a provisional double patenting 
rejection since the conflicting claims have not in fact been patented. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and. In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
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patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claim 50 provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 37 of copending 
Application No. 10/036,563 and claim 12 of copending Application No. 10/036,548. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because it would have been obvious for the sample channel to provide 
sample data from the second unit to the first unit, as opposed to from the first unit to the 
second unit, as is disclosed in the listed copending applications. The motivation would 
have been for a mutual exchange of information and communication between the first 
and second units with regard to the sample data. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claim 48 rejected under 35 U.S.C. 102(b) as being anticipated by Thacker (U.S. 
5,313,501). Thacker discloses a method of deskewing parallel data lines comprising: 
providing parallel data over a plurality of parallel data lines (column 1 , lines 66-68); 
successively providing sample data over a sample channel (column 4, lines 35-39, 
wherein the sample data comprises the comparison signals C(i)), the sample data 
corresponding to data of the parallel data (column 4, lines 56-60); using the sample data 
to align the parallel data (column 4, lines 58-63). 

Claim Rejections - 35 (JSC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 19 and 20 rejected under 35 U.S.C. 102(b) as being anticipated by Ems 
(U.S. 4,482,826) in viewof Thacker (U.S. 5,313,501). 

Regarding claim 19, Ems discloses a de-skew method comprising: determining a 
channel number for a fonA^ard data sample (column 9, lines 1 3-15; see also lines 1 9-23); 
retrieving data from a data channel identified by the channel number (column 7, lines 
32-34), the data channel being a first data channel; comparing the data from the first 
data channel with a slice of data from the forward data sample (column 7, lines 46-48, 
wherein the data is the delay imparted by the first data channel, and the forward data 
- sample is the desired delay);-and adjusting timing of the forward data sanffple'wheri th"e ' 
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data from the first data channel corresponds to the slice of the data (column 7, lines 55- 
59). However, Ems does not disclose comparing the data from the first data channel 
with a slice of delayed data from the forward data sample. Thacker teaches a de-skew 
method comprising: comparing the data from the first data channel with a slice of data 
from the forward data sample (column 4, lines 35-39); and adjusting timing of the 
forward data sample. when the data from the first data channel corresponds to the slice 
of the data (column 4, lines 56-63), similar to Ems. Thacker further teaches the method 
wherein the slice of data from the fonA^ard data sample is delayed (column 1, lines 10- 
13). At the time of invention, it would have been obvious to combine the disclosure of 
Ems's non-delayed data de-skew method with Thacker's delayed data de-skew method. 
The motivation for doing so would have been to predict and compensate for skew in the 
data signal. 

Regarding claim 20, Ems and Thacker teach all of the limitations of claim 19, as 
listed above. Ems further teaches the method wherein adjusting time of the forward 
data sample comprises delaying the forward data sample by an amount of time the slice 
of delayed data is delayed (column 7, lines 49-51 , 58-59). 

Claims 49 and 50 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thacker (U.S. 5,313,501) in view of Suzuki (U.S. 6,079,035). 

Regarding claim 49, Thacker discloses all of the limitations of claim 48, as listed 
above. Thacker further discloses the method wherein the parallel data lines provide 
parallel data from a first unit to a second unit (column 2, line 67 through column 3, line 
1). However, Thacker does not disclose the method wherein the sample channel 
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provides sample data from the first unit to the second unit. Suzuki teaches a method of 
deskewing parallel data lines comprising: providing parallel data over a pluarality of 
parallel data lines (column 3, lines 57-61); providing sample data over a sample channel 
(column 4, lines 59-60); and using the sample data to align the parallel data (column 2, 
lines 19-24), similar to Thacker. Suzuki further teaches the method wherein the parallel 
data lines provide parallel data from a first unit to a second unit (column 3, lines 13-20) 
and the sample channel provides sample data from the first unit to the second unit 
(column 4, lines 59-60). At the time of invention, it would have been obvious to one of 
ordinary skill in the art to combine the disclosure of Thacker's deskew method with the 
teachings of Suzuki's first-to-second sample data provision. The motivation for doing so 
would have been for a quicker and more efficient skew detection and compensation. 

Regarding claim 50, Thacker discloses all of the limitations of claim 48, as listed 
above. Thacker further discloses the method wherein the parallel data lines provide 
parallel data from a first unit to a second unit (column 2, line 67 through column 3, line 
1 ). However, Thacker does not disclose the method wherein the sample channel 
provides sample data from the second unit to the first unit. Suzuki teaches a method of 
deskewing parallel data lines comprising: providing parallel data over a pluarality of . 
parallel data lines (column 3, lines 57-61); providing sample data over a sample channel 
(column 4, lines 59-60); and using the sample data to align the parallel data (column 2, 
lines 19-24), similar to Thacker. Suzuki further teaches the method wherein the parallel 
data lines provide parallel data from a first unit to a second unit (column 3, lines 13-20) 
and the sample channel provides sample data from the second unit to the first unit 
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(column 6, lines 1-5). At the time of invention, it would have been obvious to one of 
ordinary skill in the art to combine the disclosure of Thacker's deskew method with the 
teachings of Suzuki's second-to-first unit sample data provision. The motivation for 
doing so would have been for the exchange of data between the first and second units 
without having to reassess the amount of skew by which the data needed to be 
compensated. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Adderly (U.S. 4,234,956), Nossen (U.S. 4,669,091), Loeb (U.S. 
5,157,530), Hutchinson (U.S. 5,408,473), Collins (U.S. 6,031,837), Nolan (U.S. 
6,044,121), and Koyanagi (U.S. 6,636,993). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edward K. Park whose telephone number is (571) 272- 
5859. The examiner can normally be reached on M-F, 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne H. Browne can be reached on (571) 272-3670. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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